United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. CONFIRMATION NO. 



10/791,829 



03/04/2004 



Shin Sato 



7590 04/04/2006 

hauptman kanesaka berner patent AGENTS, LLP 

Suite 310 

1700 Diagonal Road 
Alexandria, VA 22314 



K-2157 



4914 



EXAMINER 



PHASGE, ARUN S 



ART UNIT 



PAPER NUMBER 



1753 



DATE MAILED: 04/04/2006 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



Office Action Summary 


Application No. 

10/791,829 


Applicant(s) 

SATO, SHIN 


Examiner 

Arun S. Phasge 


Art Unit 

1753 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 
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DETAILED ACTION 

Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to 
prevent the unjustified or improper timewise extension of the "right to exclude" 
granted by a patent and to prevent possible harassment by multiple assignees. A 
nonstatutory obviousness-type double patenting rejection is appropriate where the 
conflicting claims are not identical, but at least one examined application claim is 
not patentably distinct from the reference claim(s) because the examined 
application claim is either anticipated by, or would have been obvious over, the 
reference claim(s). See, e.g., In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 
1998); In re Goodman, 11 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Long/, 
759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 
214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 
1970); and In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 
1.321(d) may be used to overcome an actual or provisional rejection based on a 
nonstatutory double patenting ground provided the conflicting application or patent 
either is shown to be commonly owned with this application, or claims an invention 
made as a result of activities undertaken within the scope of a joint research 
agreement. 

Effective January 1, 1994, a registered attorney or agent of record may 
sign a terminal disclaimer. A terminal disclaimer signed by the assignee must fully 
comply with 37 CFR 3.73(b). 

Claims 1-7 are rejected on the ground of nonstatutory obviousness-type 

double patenting as being unpatentable over claims of U.S. Patent No. 6,733,646 in 
view of Liang, U.S. Patent 6,649,037. 

The prior patent discloses the claimed electrodeionization apparatus an 
anolyte, catholyte, concentrating and desalting compartments, the inlet of the raw 
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water is at a side near the outlet of the concentrating water and discharging a part 
of the circulatory system (see claims 1-22). 

The reference does not disclose the volume ratio as claimed, the use of type 
II anion resins within the claimed range or the end plates, tie rods and reinforcing 
members. 

The Liang patent is cited to show the use of type II resin, and the volume 
ratio as claimed (see col. 9, lines 50-59 and claims 6-7). Therefore, the invention 
as a whole would have been obvious to one having ordinary skill in the art at the 
time the invention was made to modify the claimed apparatus of the prior patent 
with the teachings of the Liang patent, because the Liang patent teaches such 
modification to the ratio of cation/anion resins and the use of other types of anion 
resin. The exact concentration would have been obvious given the teachings of 
Liang. The use of end plates, tie rods and reinforcing members are routinely used 
in the art to form the electrodeionization apparatus. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as 
set forth in section 102 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
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obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

The factual inquiries set forth in Graham v. John Oeere Co., 383 U.S. 1, 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1. Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at 
issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 1-7 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kuwata, U.S. Patent 6,274,019 in view of Liang applied as above. 

The Kuwata patent discloses the claimed electrodeionization apparatus an 
anolyte, catholyte, concentrating and desalting compartments, the inlet of the raw 
water is at a side near the outlet of the concentrating water and discharging a part 
of the circulatory system (see figure 2 and claims 1-9). 

The reference does not disclose the volume ratio as claimed, the use of type 
II anion resins within the claimed range or the end plates, tie rods and reinforcing 
members. 
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The Liang patent is cited to show the use of type II resin, and the volume 
ratio as claimed (see col. 9, lines 50-59 and claims 6-7). Consequently, the 
invention as a whole would have been obvious to one having ordinary skill in the art 
at the time the invention was made to modify the claimed apparatus of the prior 
patent with the teachings of the Liang patent, because the Liang patent teaches 
such modification to the ratio of cation/anion resins and the use of other types of 
anion resin. The exact concentration would have been obvious given the teachings 
of Liang. The use of end plates, tie rods and reinforcing members are routinely 
used in the art to form the electrodeionization apparatus. 

Conclusion 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Arun S. Phasge whose telephone number is 
(571) 272-1345. The examiner can normally be reached on MONDAY-THURSDAY, 
7:30-6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Nam X. Nguyen can be reached on (571) 272-1342. The fax 
phone number for the organization where this application or proceeding is assigned 
is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR 
only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR system, 
contact the Electronic Business Center (EBC) at 866-217-9197 (toJkfree). 
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